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Application/Control Number: 1 0/027, 1 46 Page 2 

Art Unit: 2829 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 4, 9 and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Mizuta 
(6144212). 

Regarding claim 4, Mizuta disclose (see Fig. 1) a micro probe (4) [see Note below] 
comprising: a probe base (upper portion 4a) having a generally uniform thickness; a probe shaft 
(intermediate portion 4b) connected to said probe base (4a) said probe shaft (4b) of said 
generally uniform thickness and extending along a curved expanse within said plane [see Fig. 1]; 
a probe end (lower portion 4c) connected to said probe shaft (4b) said probe end (4c) of said 
generally uniform thickness and extending for a substantially straight distance within said plane 
said straight distance being approximately parallel to said straight length [see Fig. 1]; and a 
scallop running substantially around a periphery comprised of the edges of said probe base (4a), 
said probe shaft (4b), and said probe end (4c). 

[Note: The limitation "manufactured according to the method of claim 1" is not given patentable weight 

because "Even though product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different process." In re Thorpe, 777 F.2d 
695, 698, 227 USPQ 964, 966 (Fed. Or. 1985) (see MPEP 2113)]. 
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Regarding claim 9, Mizuta discloses (see Fig. 1) a probe test head comprising: a first die 
(upper guide plate 5) comprised of first and second opposing planar surfaces (not numbered but 
shown) said first die (5) further comprising a pattern of first die holes (5a) extending through 
said first die (5) in a direction perpendicular to both of said first and second planar surfaces; a 
second die (lower guide plate 6) comprised of third and forth opposing planar surfaces (not 
number but shown) said second die (6) further comprising a pattern of second die holes (6a) 
corresponding to said pattern of first die holes (5a) said second die holes (6a) [see Fig. 9] 
extending through said second die (6) in said direction wherein said third planar surface is 
arranged in planar contact with said second planar surface such that said second die holes (6a) 
are offset from said first die holes (5a) [see Fig. 1] in a substantially uniform direction; and a 
plurality of probes (4) one each of said probes extending through one of said first die holes (5a) 
[see Note below]. 

[Note: The limitation "wherein said probes are manufactured according to the method of claim 1" is not 
given patentable weight because "Even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a different process." In re Thorpe, 
777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (see MPEP 2113)]. 
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Regarding claim 11, Mizuta discloses each of said plurality of probes (4) is substantially 
uniform in shape when compared to each other one of said plurality of probes (4) [see Fig. 1]. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

5. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Glenn et al 
(6448506) in view of Kato et al (JP03062546A). 

Regarding claim 1, Glenn et al disclose (see Figs, la-lh) a method of fabricating a 
plurality of micro probes (10) comprising the steps of: providing a plurality of probes (10) as 
masks; applying a photoresist (40) to first (30a) and second (30b) opposing sides of a metal foil 
(30) [see col. 4, line 64- col. 5, line 10]; overlaying one each of said masks (10) on opposing first 
(30a) and second (30b) sides of said metal foil (30); exposing said photoresist (40) to light 
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passed through each of said masks (10); developing said photoresist (40); removing a portion of 
said photoresist (40) to expose a portion [via hole 21] of said metal foil (30); and applying an 
etcher [not shown but see col. 5, lines 7-1 1] to the surface of said metal foil (30) to remove said 
exposed portion to produce a plurality of probes. However, they do not disclose one or more 
masks including a plurality of shapes as claimed. Kato et al disclose [see Fig. 3] one or more 
masks (masks 1 1), wherein each of said one or more masks (1 1) including a plurality of probes 
(material 10) shapes [see under "ABSTRACT" the paragraph called "CONSTITUTION" which 
States: ". . .taper-etching is performed to the front end of W10 by reactive etching using a chlorine gas by utilizing 
the regression of the resist masks 1 1 so as to obtain a sharp projecting probe shape."]. Further, Kato et al teach 
that the addition of masks including probe shapes is advantageous because it is being use to 
sharpen each probe in order for the probe to simultaneously measure multiple points on a device 
test. It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to modify the apparatus of Glenn et al by adding masks as taught by Kato et 
al in order to sharpen each probe in order for the probe to simultaneously measure multiple 
points on a device test. Furthermore, neither Glenn et al nor Kato et al disclose fewer residual 
stresses than an identically-shaped probe formed using a mechanical stamping or machining 
process as claimed. However, it is known that both Glenn et al and Kato et al contain fewer 
residual stresses as claimed. It would have been obvious to a person having ordinary skill in the 
art at the time the invention was made to have both Glenn et al and Kato et al to contain fewer 
residual stresses than an identically-shaped probe formed using a mechanical stamping or 
machining process since the process use by both Glenn et al and Kato et al is chemical etching 
techniques [see Glenn et al, col. 5, lines 7-1 1 and Kato et al under "ABSTRACT" the paragraph 
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called "CONSTITUTION" which states: "... taper-etching is performed to the front end of W10 by reactive 
etching using a chlorine gas . . .] where it is known that chemical etching process has fewer residual 
stresses than that of mechanical stamping or machining process. 

Regarding claim 2, Glenn et al disclose (see Figs, la-lh) additional step of chemically 
polishing and plating the plurality of probes after the application of the etcher to the surface of 
said metal foil (see col. 5, lines 7-1 1). 

Regarding claim 3, Glenn et al disclose applying a photoresist (40) to first (30a) and 
second (30b) opposing sides of a metal foil (30) [see col. 4, line 64- col. 5, line 10] and 
overlaying one each of said masks (10) on opposing first (30a) and second (30b) sides of said 
metal foil (30) wherein said metal foil (30) is composed of a copper alloy [see col 4, lines 51- 
55]. However, Glenn et al do not disclose the metal foil is composed of a beryllium-copper alloy. 
It is well known to have metal foil composed of a beryllium-copper alloy where needed (see 
MPEP 2144.04 In re Seid, 161 F.2d 229, 73 USPQ 431 (CCPA 1947)). It would have been 
obvious to a person having ordinary skill in the art at the time the invention was made to have 
the metal foil composed of a beryllium-copper alloy since the alloy, which relates to 
ornamentation that has no mechanical function, would provide support in a selective manner to 
each individual user fabricating a plurality of probes. 

6. Claims 5-8 and 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mizuta (6144212). 

Regarding claims 5-6, Mizuta disclose (see Fig. 1) a micro probe (4) comprising: a probe 
base (upper portion 4a) having a generally uniform thickness; a probe shaft (intermediate portion 
4b) connected to said probe base (4a) said probe shaft (4b) of said generally uniform thickness 
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and a probe end (lower portion 4c). However, they do not disclose said uniform thickness is 
preferably between 2 mils -5 mils. It is well known to make the uniform thickness of the probe to 
be between 2 mils -5 mils (see MPEP 2144.04 In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 
220 USPQ 777 (Fed. Cir. 1984)). It would have been obvious to a person having ordinary skill in 
the art at the time the invention was made to have the probe uniform thickness to be between 2 
mils -5 mils since the size of the thickness would provide support in a selective manner to each 
individual user fabricating a probe. 

Regarding claim 7, Mizuta discloses said scallop further comprises a scallop base (top 
portion of lower portion 4c) and a scallop tip (bottom portion of lower portion 4c). 

Regarding claim 8, Mizuta discloses said scallop base (top portion of lower portion 4c) 
and said scallop tip (bottom portion of lower portion 4c) are separated by a substantially 
uniformly distance [see Fig. 1]. 

Regarding claims 12-14, Mizuta discloses (see Fig. 1) a probe test head comprising: a first die 
(upper guide plate 5) having a pattern of first die holes (5a) extending through said first die (5); a 

second die (lower guide plate 6) having a pattern of second die holes (6a) and a plurality of 
probes (4) one each of said probes extending through one of said first die holes (5a) and one of 
said second die holes (6a). However, he does not disclose the probes are within 0.002-0.0005 
inches of every other probe as claimed. It is well known to make the probes are within .002- 
.0005 inches of every other probe (see MPEP 2144.04 In Gardner v. TEC Systems, Inc., 725 F.2d 
1338, 220 USPQ 777 (Fed. Cir. 1984)). It would have been obvious to a person having ordinary 
skill in the art at the time the invention was made to have the probes within .002-. 0005 inches of 
every other probe since the spaces of the probes would provide support in a selective manner to 
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each individual user using the probe test head for testing a DUT. 



Conclusion 



7. Applicant's arguments with respect to claims 1-9 and 11-14 have been considered but are 
moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jermele M. Hollington whose telephone number is (571) 272- 
1960. The examiner can normally be reached on M-F (9:00-4:30 EST) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Tokar can be reached on (517) 272-1812. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




jermele M. Hollington 
Examiner 
Art Unit 2829 



JMH 

August 31, 2004 



